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REMARKS 

The Don-final Office Action of August 28, 2002, has been carefiilly reviewed and these 
remarics are responsive thereto. Reconsideration and allowance of the instant application are 
re^ectfiilly requested. Claims?, 10-11, 15-19,26,31-35, 38, and 40 have been canceled without 
prbjudice or disclaimer. Claims 1-6, 8-9, l2-14,20-25,27-30,36-37,39,and41-44remajnpending. 
New claims 45-57 have been added. Support for the added claims can be found within the 
spjecification and figures. 



j Rejections under 35 VS.C, § 102(b) 

I Claims l-4standrejectedunder35U.S.C.§ 102(b)asallegedlybeingantjdpatedbyCass^ 
et;al. (U.S. Patent No. 5,146,552, hereinafter Cassorld), Applicants respectfully traverse this 

i 

rcj ection. In response, applicants will demonstrate their support and address each of the points rzised 
b^i the Office Action Summary in tuna. 

Rejections under 35 VS.C. § 103(a) 
j Claims 5-44 stand rejected under 35 U.S.C. § 1 03(a) as allegedly being unpatentable over 
Cifssorla and Shwarts et aK (U,S, Pat. No, 6,243,071 , hereinafter Shwarts). Applicants respectRilIy 
trj iversc this rqection. In response, applicants wi 11 demonstrate their support and address each of the 
points raised by the Office Action Summary in turn. 



Claims 1-4 and Claims 5-6, 8-9, and 12-14 

Applicants have amended independent daim 1 to incorporate some of the features of 
d4)endent claims 7 and 1 0. This amendment was made in order to better clarify the method of claim 
I hnd does not add new matter to the claim. 

Amended independent claim 1 recites, among other features, **wherein the visual indicator is 
displayed at least partiaDy outside of the document." In Cassorla^ based upon coordinates 56, a 
Chssorla *'bookmark** defines a last placed read notation and merely opens the electronic book to 
thkt location when the user decides to continue reading the book. However, there is cleariy no visual 
indicator displayed at least partially outside of the document. 
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For at least the above stated reasons, Cassorla fails to teach or suggest, ^^vhe^em the visual 

int catcff is displayed at least partially outside of the document," as recited, among other features, in 

1 

Applicants* amended independent claim 1 . 

In addition, amended independent claim 1 recites, among other features, "wherein the 
bookmark object comprises user-modifiable properties corresponding to the visual indicator." Again, 
Cassorla fails to teach or suggest this feature of Applicant's amended claim 1 . 

As stated above, independent cl aun 1 incorporates some of the features of dependent claims 7 
and 10. As shown above, Cassorla alone fails to teach or suggest every feature of Applicants* 
amended claim L Further, Cassorla in combination with Skwarts fails to teach or suggest every 

feature of Applicants' claim 1 - 

i 

I Applicants' claun 1 is patently distinct from the Shwarts element, bookmark 340, Figure 17 
ofShwarts describes the bookmark 340 element. As shown in Figure 17, the bookmaric 340 is a 
s^arate element iSom the underlying page. Bookmark element 340 is contained within the 
^'navigation'' dialogue box of Figure 1 7. As shown in Figure 1 7, when a user chooses element 340,, 
tljie referenced page, in this case page 3, is displayed without any form of a visual indicator 
representative of a bookmark or placemark. 

' In regards to dependent claim 10, the Action alleges that, "the bookmaik object may be 
5 dected to display infomiation which maybe modified (Shwarts colunm 1 9, lines 1 9-42) " Yet, the 
cited portion of Shymrts fails to teach or suggest, "wherein the bookmaik comprises user-modifiable 
properties corresponding to the visual indicator,*' as recited, among other features, in Applicants* 
dlaim 1 . Column 19, lines 19-42 ofShwarts describe how a user can make notes on a screen of a 
device (coL 19, lines 20-21). The cited portion fails to address abookmaric object at all. Furth<a-,the 
cited portion clearly fails to teach or suggest, *Vherein the bookmark comprises user-modifiable 
I roperties corresponding to the visual indicator,** as recited, among other features, in Appli(::ants* 
(llaim 1. 

' Thxis, for at least the above-stated reasons, Cassorla and Shwarts^ either alone or in 
combination, fail to teach or suggest every feature of Applicants' independent claim 1. 

aaims 2-6, 8-9, and 12-14, which ultimately depend from claim 1, are patentably distinct 
from Cassorla and Shwarts, either alone or in combination, for the reasons set forth above, and 
further in view of the additional advantageotis features recited therein. 
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Claims 20-25 and 27-30 

Applicants have amended independent claim 20 to incoiporate some of the features of 
(pendent claims 26 and 29. This amendment was made in order to better clarify the computer- 

i 

Tradable medimn of claim 20 and does not add new matter to the claim. 

Amended independent clajm 20 is directed to a computer-readable medixtm comprising 
computer-executable components for bookmarking a document rendered on a display. The 
computer-executable cordponents comprising, among other features, a display component, wherein 
tie display component is capable of causing the visual indicator to be displayed at least partially 

qntside of the document. Claim 20 was rejected allegedly for showing the same featixres as found in 

I 

diaims 1-14, Contrary to the Action's assertion, Cassorla and Shwarts, alone or in combination, fail 
tb teach or suggest, 'Vherein the display component is capable of causing the visual indicator to be 
displayed at least partially outside of the document," as recited, among other features, in Applicants^ 
ajmended independent claim 20. 

Cassorla and Shwarts^ either alone or in combination, fail to teach or suggest '"wherein the 

i 

display component is capable of causing the visual indicator to be displayed at least partially outside 
of the document," as recited, among other features, in Applicants^ amended claim 20- For at least 
the foregoing reasons. Applicants submit that amended claim 20 distinguishes over the prior art of 
liecord and is in condition for allowance. Claims 21-25 and 27-30, which ultimately depend from 
claim 20, are patentably distinct jfrom Cassorla and Shwarts for the same reasons set forth above, 
£ nd fiirther in view of the novel features recited therein. 



Claims 36-37, 39» and 41-44 

Applicants have amended independent claim 36 to incorporate some of the features of 
dependent daims 38 and 40. This amendm^t was made in order to better clarify the compute- 
readable medium of claim 36 and does not add new matter to the claim, 

I Amended independent claim 36 is directed to a computer-readable medium having istored 
thereon a data structure comprising, among other features, the second data field comprising 
information identifying the part of the document being marked by the data structure is a^t least 
partially outside of the document Claim 36 was rejected allegedly for showing the same features as 
found in claims 1-14. Contrary to the Action's assertion, Cassorla and Shwarts, alone or in 



I 8 
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ccmbination, fail to teadi or suggest this feature of Applicants' independent claim 36. As stated 
above in reference to claim 1 , Cassoria describes a "bookmark" as a last page read anonotation- The 

i 

annotation file containing the reference to a '^bookmark*' is not a visual indicator. Cassorla faills to 
tekch or suggest any type of data structure "comprising information identifying the part of the 
d<|cument being marked by the data structure is at least pardaJly outside of the document," as recited, 
aihong other features, in Applicants' independent claim 36. For at least this reason, claim 36 and 
clLims 37, 39, and 41-44, which idtimately depend on claim 36, are considered patently distinct from 
tl^ applied art. 

I 

Claims 45-57 

New claims 45-57 are fiilly stq)ported by the specification and are believed allowable over the 
aiit of record. For example, teachings of a second visual indicator as recited, among other features, in 

new claims 45 and 57 cannot be found in either Cassorla or Shwarts. hideed, Shwarts teaches away 

j 

frpm such a feature. "Because only one bookmark should be inserted in a given page, an affirmative 
aiiswer to decision step 320 results in the system ignoring the request to create a new bookmaifc." 
{Shwarts coL 1 8, line 64 to coL 1 9, line 1 ), 



j 



I 
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CONCLUSION 



Applicants respectfully request reconsideration of the rejection of the claims and look 

j 

forward to passage to issue of the present application at the earliest convenience of the Office. In the 
evfent the Examiner wishes to contact applicants' rqjresentati ve for any reason, he should not hesitate 
to| contact the undersigned at the number indicated below. 

Respectfully submitted, 
BANNER & WITCOFF, LTD. 



By. 



Sary D. FOTOiochko 
RegistmtidnNo. 35,509 



1 

Eleventh Floor 
l601 G Street, N.W. 
Washington, D.C. 20001-4597 
(202) 508-9100 



i 
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VERSION WITH MARKINGS TO SHOW THE CHANGES MADE 
THE CLAIMS 

1 J (Amended) In a computer system having a graphical user interface including a display ajid a 
selection device, a method of bookmajidng a document rendered on the display, the method 

comprising the steps of: 

i 

receiving a first selection signal indicative of the selection device pointing to a desired part of 
the document; and 

responsive to the first selection signal, displaying a visual indicator representative of a 
bookmark with the desired part of the documen t: and 

responsive to selection signal, generating a bookmark object represented by the visual 



ir^dicator. 



wherein the vis ual indicator is displayed at least partially outside of the document, 
wherein th e bookmark object comprises mer-roodifiable properties corresponding to the 
:viisual indicator - 

i 

8.1 (Amended) The method of claim ^L, wherein the bookmark object is generated within a user space 
se parate fi-om the document 

i 

9. (Amended) The method of claim ^1, wherein the bookmark object comprises information linking 
tihib bookmark object to the desired part of the document 

1 ^, (Amended) The method of clatm further comprising steps of: 

receiving a removal signal corresponding to the visual indicator; and 
I responsive to the removal signal, removing, from the display, the visual indicator and 

eliminating the bookmark object. 

i 

! 

2(|. (Amended) A computer-readable raediimi comprising computer-executable components for 
bdokmarking a document rendered on a display, the computer-executable components compriiUDg; 
a receiver component that is capable of taking as input a first selection signal indiaiting 

I 

i 11 

! 
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sdbctioii of a desired part of the docuincnt; -afid 

1 a display component that is capable of causing^ in response to the first selection signd, a 
visual indicator to be displayed with the desired part of the documenL wherein the display 

coinpoacnt is capable of causing the visual indicator to be displayed at least paitiallv outside of the 

I 

dotumept: and 

I a generating comnonent that, responsive to the first selection signal, i s capable of creating a 
bobkmark ob ject represented bv the visual indicator wherein the generating com ponent is capable of 
prlviding, as part of the bookmaric object, user-modifiable properties correspondin g to the visual 
indicator . 



29|, (Amended) The computer-readable mediiun of claim 26, wherein the generating component ia 
capabl e of providing^ ofl port of th e bookmorlc object^ user Tnodifiablopr<»pcitios coircspondiDgto th e 
vifeuol indicator^ t he user-modifiable properties comprising information defining at least one of; a 
color of the visual indicator, a shape of the visual indicator, a size of tho vinaol indicator, a placemeot 
of tlie viguol indictor^ -a font of the visual indicator, a title of the visual indicator and textual content 



ofl the vi sual indicator. 

36. (Amended) A computer-readable medinm having stored thereon a data structure comprising: 
a first data field comprising information linking the data structure to a document; asd 
a second data field comprising information identifying a part of the document being marked 
by the data stnictur e^ wherein the second data field comprises information identif ying the part of the 
d6cument being marked bv the data structure that is at least partially outside of the docnment: and 
a third data field comprising information regarding nser-modifiable properties of a vis\;ml 
indicator corresponding to the data structure . 



4L (Amended) The computer-readable medium of claim 4036, wherein the information regarding 
u^er-modifiable properties comprises information defining at least one of; a color of the visual 
indicator, a shape of the visual indicator, a siz e of the visual indicator, a placem e nt - of the viouol 
4^ dictor, -a font of the visual indicator, a title of flie visual indicator and textual content of the visual 
indicator or links to other locations- 



12 
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